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DETAILED ACTION 
Claim Objections 

1. Claims 1 , 8 ,10 and 13 are objected to because of the following informalities: 
Claim 1 recites in line 6 " the at least one port selectively alignable with the at 

least one flow port" It is unclear whether the applicant is referring to the "at least one 
flow port" recited in line 2, or the "at least one port" recited in line 5. It appears the 
applicant intended to recite in lines 5-6 - - the at least one sleeve flow port selectively 
alignable with the at least one tubular housing flow port - -. 

Claim 8 recites the limitation "the sealing element " in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 10, which depends from claim 1, recites in line 3 " the flow port". It is 
unclear whether the applicant is referring to the "at least one flow port" recited in line 2, 
of claim 1 or the "at least one port" recited in line 5 of claim 1 . It appears the applicant 
intended to recite in line 3, - - the sleeve flow port- -. 

Claim 13 recites "at least one of in line 10. It is unclear what the applicant is 
trying to state. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



3. Claim 1,8,12,13,23,26,27,30 and 34 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Grimmer et al. 3,051,143. 

Referring to claims 1 and 26, Grimmer discloses (fig. 2) a tool for use in a 
wellbore comprising a tubular housing (22) having a bore and at least one flow port (at 
44) disposed through a wall; a sleeve (70) slidable mounted in the housing, where the 
sleeve has a bore and the at least one flow port (77) alignable with the other flow port, 
a annular seal assembly (at 59) comprising an adapter (61) the length of the adapter is 
substantially larger as the length of the sleeve flow port. 

Referring to claims 8, 23, Grimmer disclose the adapter (61) is a center adapter 
and the seal assembly first has a first end adapter (60 at top), a first chevron shaped 
sealing element (59 at top) in a first axial orientation, a second end adapter (60 at 
bottom) and a second chevron shaped sealing element (59 at bottom) in a second 
vertical orientation opposite the first orientation. 

Referring to claim 12, Grimmer discloses the housing comprising an upper 
housing (at 30) and a lower housing ( at 28) threadingly coupled together and one on 
the housings (30) has a lip and the other housing (28) has a tapered surface so the 
housings are coupled the lip mates with the tapered surface to form a seal. 



Application/Control Number: 10/748,695 Page 4 

Art Unit: 3672 

Referring to claims 13 and 30, as best understood by the examiner, Grimmer 
discloses a seal assembly comprising a first end adapter (60), a second end adapter 
(60), a center adapter (61), and an annular seal assembly comprising a first chevron 
shaped sealing element (59) in a first axial orientation, and a second chevron shaped 
sealing element (59) in a second vertical orientation opposite the first orientation, the 
length of one of the adapters (at 53) is substantially the same or greater than the length 
of a sleeve flow port (at 77) of the tool. 

Referring to claim 27, Grimmer discloses a method using the tool as recited in 
claim 1 , comprising running the wellbore tool in to a pressure wellbore, sliding the 
sleeve (70) over the seal assembly (at 59) where the adapter (at 60,61) will limit the 
fluid flow across the seal assembly. 

Referring to claim 34, Grimmer discloses a method comprising disposing the seal 
assembly of claim 13 in to a tool comprising a housing (22) and a sleeve (70), running 
the wellbore tool in to a pressure wellbore, sliding the sleeve (70) over the seal 
assembly (at 59) where the adapter (60,61) will limit the fluid flow across the seal 
assembly. 

4. Claim 1,12,26 and 27 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Jackson 6,860,330. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
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either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Referring to claims 1 and 26, Jackson discloses (fig. 1C-1D) a tool for use in a 
wellbore comprising a tubular housing (20) having a bore and at least one flow port (at 
25) disposed through a wall; a sleeve (at 30) slidable mounted in the housing, where the 
sleeve has a bore and at least one flow port (35) that is alignable with the other flow 
port, a annular seal assembly (at 50) comprising an adapter (53) the length of the 
adapter is substantially the same as the length of the sleeve flow port. 

Referring to claim 12, Jackson discloses the housing comprising an upper 
housing (see fig. 1a at 5) and a lower housing ( tubular below element 5) threadingly 
coupled together and one on the housings (5) has a lip (at the end) and the other 
housing has a tapered surface so the housings are coupled the lip mates with the 
tapered surface to form a seal (see where element 5 mates with adjacent tubular). 

Referring to claim 27, Jackson discloses a method using the tool as recited in 
claim 1, comprising running the wellbore tool in to a pressure wellbore (10), sliding the 
sleeve (30) over the seal assembly (50) where the adapter (53) will limit the fluid flow 
across the seal assembly. 

5. Claim 1 and 26 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bassinger 2,31 7,021. 
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Referring to claims 1 and 26, Bassinger discloses (fig. 1) a tool for use in a 
wellbore comprising a tubular housing (12) having a bore and at least one flow port (at 
16) disposed through a wall; a sleeve (27) slidable mounted in the housing, where the 
. sleeve has a bore and the at least one flow port (28) alignable with the other flow port, 
a annular seal assembly (at 29) comprising an adapter (24) the length of the adapter is 
substantially larger as the length of the sleeve flow port. 

.6. Claim 13,16,18,28,29,31-33 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tausch et al. 2,888,080. 

Referring to claims 13, and 29-33, as best understood by the examiner, Tausch 
discloses a seal assembly comprising a first end adapter (above element 39), a second 
end adapter (below element 40), a center adapter (at 48), and an annular seal assembly 
comprising a first chevron shaped sealing element (39) in a first axial orientation, and a 
second chevron shaped sealing element (40) in a second vertical orientation opposite 
the first orientation, the length of one of the adapters (at 48) is substantially larger as the 
length of a sleeve flow port (at 58) of the tool and the length of one of the adapter is 
greater than the combined length of the rest of the seal assembly and the length of the 
adapters is greater than the combined length of the rest of the seal assembly. 

Referring to claims 16-18 and 28, Tausch the adapters (adapter above element 
39, 48 and adapter below element 40) are made of metal which is a hard material, and 
the sealing elements are made of an elastomer (39,40) which a soft material. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 and 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Murray 5,316,084 in view of Bassinger 2,317,021. 

Murray discloses (fig. 2) a tool for use in a wellbore comprising a tubular housing 
(119) having a bore and at least one flow port (106) disposed through a wall; a sleeve 
(111) slidable mounted in the housing, where the sleeve has a bore and the at least 
one flow port (116) alignable with the other flow port, a annular seal assembly (at fig. 8) 
comprising an adapter (at 209). Murray does not discloses the length of the adapter is 
substantially larger as the length of the sleeve flow port. Bassinger teaches a sealing 
element where the adapter (at 24) is substantially larger as the length of the sleeve flow 
port. The adapter helps to blow the full pressure in the port from the seals (page 2, col. 
2, lines 1-13). As it would be advantageous to help prevent the seals from having the 
full force of pressure at the ports, it would be obvious to one of ordinary skill in the art at 
the time of the invention to modify the tool disclosed by Murray to have the adapter the 
same or greater than the length of the flow port in view of the teachings of Bassinger. 

Referring to claim 10, Murray discloses equalization ports (at bottom of port 116) 
that are smaller than the sleeve flow port (at 1116). 
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Referring to claim 11, Murray discloses means (111a,b and 119a,b,c) for 
selectively retaining the sleeve in a closed, open and equalization position. 

8. Claims 5-7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Grimmer '243 in view of Baugh '547. 

Referring to claims 5-7,14,15, Grimmer does not disclose protrusions on the 
center adapter. Baugh teaches a plurality of protrusions around and inner and outer 
side of a center adapter. Baugh teaches the protrusions help to reduce tearing and 
abrading the adapter as it is installed (col. 6, lines 17-26). As it would be advantageous 
to prevent tearing the adapter, it would be obvious to one of ordinary skill in the art at 
the time of the invention to modify the tool disclosed by Grimmer to have the center 
adapter have protrusions in view of the teachings of Baugh. 

Referring to claim 9, Grimmer does not disclose protrusions on the first end 
. adapter. Baugh teaches a protrusion on an adapter. Baugh teaches the protrusion 
provides backup sealing (col. 5, lines 38-40). As it would be advantageous to have 
backup sealing it would be obvious to one of ordinary skill in the art at the time of the 
invention to modify the tool disclosed by Grimmer to have the center adapter have 
. protrusions in view of the teachings of Baugh. 

9. Claims 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bassinger 2,317,021 in view of Grimmer '243 
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Bassinger does not discloses equalization ports (at bottom of port 116) that are 
smaller than the sleeve flow port (at 116). Grimmer teaches equalization ports (77) that 
are smaller that a flow port (at 75). Grimmer teaches the equalization ports so the 
pressure differential inside the tubing can equalize slowly (col. 5, lines 10-15). As it 
would be advantageous to allow the pressure inside the tubular to equalize slowly to 
prevent damage, it would be obvious to one of ordinary skill in the art to modify the tool 
. disclosed by Bassinger to have equalization ports as taught by Grimmer. 

Referring to claim 11, Grimmer teaches means (at 92,91 and 88) for selectively 
retaining the sleeve in a closed, open and equalization position. 

. 10. Claims 24 is are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Grimmer '243 in view of Murray et al. 5,316,084. 

Grimmer discloses a first chevron shaped sealing element (59 at top) but does 

not disclose the sealing element is made form an elastomer or the adapter is made from 
. a thermoplastic or metal. Murray teaches that it is well known in the art to have a seal 

stack have an adapter made of metal and a sealing element made of an elastomer (col. 

, lines 51-56). Therefore it would be obvious to modify the tool disclosed by Grimmer to 

have the adapter made of metal and the sealing element made of an elastomer in view 

of the teachings of Murray because it is well known in the art. 
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Response to Arguments 



1 1 . Applicants arguments with respect to claims 1 ,5-18, and 23-34 have been 
considered but are moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Giovanna M. Collins whose telephone number is 571- 
272-7027. The examiner can normally be reached on 6:30-3 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David J. Bagnell can be reached on 571-272-6999. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



gmc 



David Bagneff 
Supervisory Patent Examiner 
Technology Center 3670 




